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Status 

1 M Responsive to communication(s) filed on 20 April 2001 
2a)D This action is FINAL. 2b)BJ This action is non-final 

Disposition of Claims 

4M Claim(s) U39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) 13 Claim(s) U39 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 
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ajrjAJI b)D Some*c)D None of: 

1. Q Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 
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15JU Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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Claims 1-39 are pending. 

The IDS filed August 23, 2001 has been considered. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
usee* on sale in tins country, more than one year prior to the date of application for patent in the United 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before 

orJv if tn intSSSr VT ^ "*? ^ appHcati ° n P ublished ^ ~*» 

EngS Z^iT deS18natmg ** United StatCS W3S PUbli8hed WW of such treaty 

20 thP J ,nnli?*V >ate !f g ? Dted ° n f application for P atent b y fikd in the United States before the invention by 

!ST ? T lT Pt ?* 3 P3tent ShaU DOt be deemed flled k ** United St ^es for the purposes of Ms 
subsection based on the filing of an international application filed under the treaty defined in section351(a) 

Claims 17-19, 24, and 31-35 are rejected under 35 U.S.C. 102(a) or (e) as being 
anticipated by Ohlrogge et al (U.S. Patent 5,925,805). 

The claims are drawn to a method of producing a plant by transforming a plant with a 
construct comprising a nucleic acid encoding a cytosolic ACCase operably linked to a promoter 
and selecting for plants with increased oil content that is statistically significant. In addition, 
claims are drawn to said method further comprising a transit peptide operably linked to the 
ACCase, and to transformed Brassica. 
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Ohlrogge et al teach a method of producing a plant by transforming a plant, including 
Brassica napus, with a construct comprising a nucleic acid encoding a cytosolic ACCase 
operably linked to a promoter and selecting for plants with a statistically significant increase in 
oil content (see columns 14-23, especially column 23). Ohlrogge et al also teach use of a transit 
peptide coding sequence in the construct operably linked to the ACCase coding sequence 
(column 18, for example). 

Claims 36-38 are rejected under 35 U.S.C. 102(b) as being anticipated by Shorrosh et al 
(PNAS 91:4323-4327, May 1994). 

The claims are drawn to nucleic acid constructs comprising a cytosolic ACCase gene 
operably linked to a promoter, wherein the nucleic acid does not encode a transit peptide or 

include introns. 

Shorrosh et al teach an alfalfa cytosolic (cytoplasmic) ACCase cDNA, wherein cDNAs 
lack introns, and coding sequence for a transit peptide is not present (see pages 4324-4325, and 
15 page 4326 at the second to last full paragraph). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action- 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-39 are rejected under 35 U.S.C. 103(a) as being obvious over Ohlrogge et al 
(U.S. Patent 5,925,805) taken with Shorrosh et al (PNAS 91 :4323-4327, May 1994) and in view 
of Gegenbach et al (U.S. Patent 5,498,544). 

The claims are drawn to a method of producing a plant by transforming a plant with a 
construct comprising a nucleic acid encoding a cytosolic ACCase operably linked to a promoter 
and selecting for plants with increased oil content that is statistically significant. In addition, 
claims are drawn to said method further comprising a transit peptide operably linked to the 
ACCase, and to transformed Brassica. 

Ohlrogge et al teach a method of producing a plant by transforming a piant, including 
Brassica napus, with a construct comprising a nucleic acid encoding a cytosolic ACCase 
operably linked to a promoter and selecting forplants with a statistical significant i ncre ase in 
oil content (see columns 14-23). Ohlrogge e. al also teach use of a transit peptide coding 
sequence in the construct operably linked to the ACCase coding sequence (column 18, for 
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example), and use of a seed specific promoter, such as a napin promoter (column 15). In 
addition, Ohlrogge at al teach a cytosolic ACCase cDNA, which inherently would not include 
introns (column 8, line 50 to column 9, line 5). 

Ohlrogge et al do not specifically teach a construct without a transit peptide coding 
sequence and without introns for plant transformation. Ohlrogge et al also do not teach an alfalfa 
cytosolic ACCase coding sequence. 

Shorrosh et al teach an alfalfa cytosolic (cytoplasmic) ACCase cDNA, wherein cDNAs 
lack introns, and coding sequence for a transit peptide is not present (see pages 4324-4325, and 
page 4326 at the second to last full paragraph). 

Gegenbach et al teach the desirability of using an ACCase coding sequence with , 
without a transit peptide and with or without introns for the transformation of a plant with 
ACCase coding sequence for the purpose of increasing the oil concentration in the plant (s 
columns 32-34). Gegenbach et al also teach use of a CaMV 35S promoter. 

Given the recognition of those of ordinary skill in the art of the value of transforming a 
plant with a cytosolic ACCase coding sequence to produce a plant having a statistically 
significant increase in oil concentration, as taught by Ohlrogge et al and Gegenbach et al, it 
would have been obvious to one of ordinary skill in the art to use the methods taught by 
Ohlrogge et al and to modify them by substituting another cytosolic ACCase coding sequence, 
such as the alfalfa cytosolic ACCase coding sequence without a transit peptide and introns that is 
taught by Shorrosh, particularly in view of the teachings of Gegenbach et al of the use of ACCase 
coding sequences with or without transit peptides and with or without introns. Thus the claimed 
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invention would have been prima facie obvious as a whole at the time it was made to one of 
ordinary skill in the art, especially in the absence of evidence to the contrary. 



No claims are allowed. 



t. m mqU 7 C ° ncermn S tlus communication or earlier communications from the examiner 
should be directed to Elizabeth F. McElwain whose telephone number is (703) 308-1794 X 
examiner can normally be reached on Monday through Friday from 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supemsor Amy Nelson, can be reached at (703) 306-3218. The fax phone number for this 
Group is (703) 308-4241 The faxing of such papers must conform with the notice publ sL in 
the Official Gazette, 1 096 OG 30 (November 1 5, 1 989). 

Hi r t ^uT^ ° f a , general nature or relatin 8 to Ae status of this application should be 
directed to the legal analyst, Gwendolyn Payne, whose telephone number is (703) 305-2475 or to 
the Group receptionist whose telephone number is (703) 308-01 96. 



Elizabeth F. McElwain, Ph.D. 
20 September 20, 2002 
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